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- Tihe BRAIUNG DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER. FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period v^ll apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

Responsive to communication(s) filed on 12 May 2005 . 
2a)n This action is FINAL. 2b)l3 This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 

Disposition of Claims 

4) ^ Cfafm(s} 1-10 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) [3 Claim(s) 7-70 is/are rejected. 
?)□ Claim(s) is/are objected to, 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 1 1 9 

12)E1 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
aM All b)n Some * c)n None of: 

1 Ceitified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. |3 Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(5) 

1 ) S Notice of References Cited (PTO-892) 

2) n Notice of Draflsperson's Patent Drawing Review (PTO-948) 

3) O Infomiatlon Disclosure Statement(s) (PTO/SB/08) 

Paper No(s)/Mail Date . 



4) O Intenriew Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) Q Notice of Informal Patent Application 

6) □ Other: . 
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DEmOLED ACTOOM 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 119(a)-(d), which 
papers have been placed of record in the file. 

Mosmsi^oii^ DSscllosiuiii^ Sitsiiiism®s^i 

2. The listing of references in the Search Report is not considered to be an 
information disclosure statement (IDS) complying with 37 CFR 1.98. 37 CFR 1.98(a)(2) 
requires a legible copy of: (1) each foreign patent; (2) each publication or that portion 
which caused it to be listed; (3) for each cited pending U.S. application, the application 
specification including claims, and any drawing of the application, or that portion of the 
application which caused it to be listed including any claims directed to that portion, 
unless the cited pending U.S. application is stored in the Image File Wrapper (IFW) 
system; and (4) all other information, or that portion which caused it to be listed. In 
addition, each IDS must include a list of all patents, publications, applications, or other 
infomnation submitted for consideration by the Office (see 37 CFR 1.98(a)(1) and (b)). 
and MPEP § 609.04(a), subsection I. states, "the list ... must be submitted on a 
separate paper." Therefore, the references cited in the Search Report have not been 
considered. Applicant is advised that the date of submission of any item of infonnation 
or any missing element(s) will be the date of submission for purposes of detemnining 
compliance with the requirements based on the time of filing the IDS, including all 
"statemenf requirements of 37 CFR 1 .97(e). See MPEP § 609.05(a). 



Application/Control Number: 10/534,676 



Art Unit: 2617 12/28/2006 



Pages 

Non-Final Rejection.doc 



3. The listing of references in the specification is not a proper information disclosure 
statement. 37 CFR 1 .98(b) requires a list of ail patents, publications, or other 
infomiation submitted for consideration by the Office, and MPEP § 609.04(a) states, 
"the list may not be incorporated into the specification but must be submitted in a 
separate paper." Therefore, unless the references have been cited by the examiner on 
form PTO-892, they have not been considered. 



4. EDecteimBC Pirocessiiinig oiF Diniifoinnnia^oiri) OiiacBo®yir® Sttatomemi^ 

SUiViiy/IARY 

As part of its e-commerce program, the United States Patent and Trademark 
Office (USPTO) beginning on January 18, 2006, will begin electronic processing of the 
list of citations (e.g., fomns 1449 or SB 08) submitted as part of an information 
disclosure statement (IDS) submitted in applications stored by the USPTO in image 
form. The USPTO will provide examiners with a tool to electronically annotate citations 
and electronically sign the IDS when reviewing cited references. The electronically 
processed IDS will be stored in the USPTO's official record as an entry in the 
application's image file wrapper and a copy will be mailed to applicant as part of an 
Office action. 

PLANNED IMPLEMENTATION 
The USPTO plans to make the tool to electronically process IDSs available to 
examiners in a staged release beginning on January 18, 2006, and ending in February 
2006. Accordingly, applicants that receive numerous Office actions may receive some 
IDS annotated by hand while receiving other IDSs annotated by electronic means for a 
limited time period. 

ELECTRONIC ANNOTATION AND SIGNATURE 
The electronic annotation, similar to hand written annotations, will cause the 
initials of the reviewing examiner to be applied to either: (1) the immediate left of each 
citation reviewed; or (2) the immediate left of the first of several consecutive citations 
and the left of the last of the consecutive citations reviewed with a line connecting the 
initials. Citations that have not been considered will be lined through. 

The electronic signature will be in the form /John Q. Examiner/ at the bottom of 
the last sheet of citations of an IDS. The examiner may elect to electronically sign each 
sheet of citations considered. 

Comments regarding this notice may be directed to Robert A. Clarke, Deputy 
Director - Office of Patent Legal Administration, at robert.clarke@uspto.Qov . Technical 
questions regarding the tool for electronic processing of IDS may be directed to Michael 
Sigda, Manager - Electronic Patent File Unit, at michael.siqda@uspto.gov . 
DATE: 01/24/06 /S/ 
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5: Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 1 50 words. It is 
important that the abstract not exceed 150 words in length since the space 
provided for the abstract on the computer tape used by the printer is limited. The 
fonri and legal phraseology often used in patent claims, such as "means" and 
"said," should be avoided. The abstract should describe the disclosure 
sufficiently to assist readers in deciding whether there is a need for consulting the 
full patent text for details. 

The language should be clear and concise and should not repeat 
information given in the title. It should avoid using phrases which can be implied, 
such as, 'The disclosure concerns," 'The disclosure defined by this invention," 
'The disclosure describes," etc. 

6. The abstract of the disclosure is objected to because of the Implied phrases. 

Con-ection is required. See MPEP § 608.01(b). 



CBmm ReJ&s^Sms ' 3S use §102 
7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this OfTice action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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8. Claims 1 and 5-10 are rejected under 35 U.S.C. 102(e) as being clearly 
anticipated by iiirDdlges, efi al. 

Note the Intemational Search Report of March 11. 2004. 



CMm Rsjocillosm • 35 USC § W3 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in ttiis Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the sut)ject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentabilify shall not be negatived by the manner In which the invention was made. 

10. The factual inquiries set forth in Graham v. John Deera Co., 383 U.S. 1 , 148 
USPQ 459 (1966). that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Detennining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Consklering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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HH. Claims 2-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Oirodlges, e& sD in view of BsimlbdiiirsiEt, eft al. 

Birocllgies, eft M disclose all the claimed invention, not the above paragraph, 
except for changing the time controlled network search period. ISambyiralk, eft aO 
teaches the use of changing the time controlled network search period in a 
method for management of roaming mobile'subscribers (note abstract and 
paragraph 28) for the purpose of locating a particular or desirable 
communications service provider. Hence, it would have been obvious for one of 
ordinary skill in the art at the time the claimed invention was made to incorporate 
the use of changing the time controlled network search period, as taught by 
(BambiuiiTSiEt, eft aO, in the method for management of roaming mobile subscribers 
of lEirodlfes, eft in order to locate a particular or desirable communications 
service provider. 



Coisclmiiosv 

12. If applicants wish to request for an interview, an "Applicant Initiated Interview 
Requesr form (PTOL-413A) should be submitted to the examiner prior to the interview 
in order to pennit the examiner to prepare in advance for the interview and to focus on 
the issues to be discussed. This form should identify the participants of the interview, 
the proposed date of the interview, whether the interview will be personal, telephonic, or 
video conference, and should include a brief description of the issues to be discussed. 
A copy of the completed "Applicant Initiated Interview Request form should be attached 
to the Interview Summary form, PTOL-41 3 at the completion of the interview and a copy 
should be given to applicant or applicant's representative. 
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Effective December 16, 2006, the United States Patent and Trademark Office 
(Office) will begin a pilot program to provide a limited number of Private PAIR users with 
the option of receiving electronic notification of some outgoing correspondence related 
to their US patents and US national patent applications retrievable through Private PAIR 
instead of a paper mailing of the correspondence. Patent Cooperation Treaty (PCT) 
applications will not be included in this pilot. 

Participants in this pilot program will ho longer receive paper mailings for most 
conrespondence originating from a Technology Center. However, since several areas of 
the Office have independent mailing processes, pilot participants will continue to receive 
paper mailings for correspondence originating from several areas of the Office 
including, but not limited to: Office of Initial Patent Examination, Petitions, PCT, 
Appeals, Publications, Interference, and Reexamination. 

A Private PAIR user will be able to opt-in to receive electronic mail message 
(email) notifications of outgoing correspondence by selecting the appropriate choice on 
the Customer Number Details screen for a customer number associated with a 
correspondence address after logging in to Private PAIR and providing between one 
and three email addresses to be used for these notifications. The Private Pair user must 
be a registered patent attomey or agent of record, or a pro se inventor who is a named 
inventor in the application associated with the customer number through which Private 
PAIR is accessed, The Office will then send a notification to each provided email 
address if a new outgoing correspondence has been prepared for the patents or patent 
applications associated with the user's Customer Number. Each email notification will 
list all applications, associated with the conesponding Customer Number, in which new 
outgoing correspondence was prepared for the corresponding electronic application 
files within the preceding 24 hours. Each email notification will be entered into the 
corresponding application files. The new outgoing correspondence will become 
available for viewing and downloading through Private PAIR within two business days of 
the date of the email notification. 

Applicants will have the ability to opt-in or opt-out of receiving electronic notification of 
Office actions at any time. However, the status of each individual outgoing 
correspondence, whether electronic or paper, will be determined at the time of the 
printing of the form PTOL-90 cover sheet (at the time the outgoing correspondence 
becomes available for viewing, i.e., the date indicated on the correspondence). 

The email notification described above will be sent after the Office action has 
been prepared and entered into the record. The period for reply to any Office 
correspondence to which a reply is required will commence on the date indicated on the 
outgoing Office such outgoing conrespondence for all other purposes (e.g., 37 CFR 
1.71(g)(2), 1.97(b), 1.701 through 1.705). The Office communication will become 
available for downloading and viewing through Private PAIR on the date indicated on 
the conrespondence. 

If none of the documents in each of the applications listed in the email 
notifications are viewed or downloaded through Private PAIR within seven calendar 
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days after the emails are sent, a courtesy postcard notifying the applicant of the 
availability of electronic Office action will be mailed to the correspondence address 
associated with the applicant's corresponding Customer Number for each of those 
applications. The mailing of a courtesy postcard will not restart the time period for reply, 
and the period for reply to any outgoing Office correspondence to which a reply is 
required will continue to be measured from the date indicated on such outgoing Office 
correspondence. 

Please note that the email notification procedure outlined above is simply an automated 
email sent by the Office to alert applicant that an official Office conrespondence has 
been entered in the official record that will be available for viewing via private PAIR. It is 
not an email sent by the examiner and does not alter the Office policy prohibiting an 
applicant or examiner from engaging in improper email correspondence. See MPEP 
section 502.03. 

The e-Office Action Pilot Program will begin with a limited number of participants. 
The Pilot Program will last approximately six months. Upon the conclusion of the pilot 
program the success of the pilot will be evaluated. At that time decisions will be made 
as to whether or not to make modifications to the e-Office action program and whether 
or not to permanently implement the program. 

Thus, if the pilot program is successful and a decision is made to pemnanently 
implement the program, it is expected that the e-Office Action Program will go into full 
production sometime around June 2007 at which point the program will be open to all 
users (registered patent attorney or agent of record, or a pro se inventor who is a 
named inventor in the application associated with the customer number through which 
Private PAIR is accessed) having a Customer Number and access to Private PAIR. 

For further infonnation please contact the Patent Electronic Business Center 
(EBC) 866-217-9197 (toll-free) or 571-272-4100 Monday through Friday from 6 a.m. to 
12 Midnight Eastern Time or send e-mail to ebc@uspto.gov 
Date 12/19/2006 

14. Anv inouirv concerning this communication or eariier communications from the 
examiner should be directed to WBLUAIM D, CHJRfllMIIM© whose telephone number is 
571-272-7861. The examiner can nomnally be reached on Monday-Thursday 1 1am- 
8:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nick Corsaro can be reached on 571-272-7876. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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1 5. Information regarding the status of an application may be obtained from the 
Patent Application Infomiation Retrieval (PAIR) system. Status infomnation for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 





William Gumming 
Primary Patent Examiner 
William.Cumming@uspto.gov 



